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Opi ni on by Bucher, Adm nistrative Trademark Judge:

Lee Fashion Fabrics, Inc. sought to register the term
STARSUEDE on the Principal Register in conjunction wth
services recited, as anmended, as “whol esal e distributorship
for suede-like synthetic fabric in the piece used for apparel,
uphol stery and seating material on office and residenti al
furniture; inserts and covers on wood furniture; coverings for
wal |l s, ceilings and panels; and footwear, bags, portfolios and
ot her personal accessories and other special end users,” in

I nternati onal Class 35.1

! Application Serial No. 75/566,627 was filed on Cctober 7, 1998
based upon applicant’s allegation of use in comerce since at |east



Serial No. 75/566, 627

The Tradermark Exam ning Attorney has finally refused
regi stration on the ground that none of the various specinens
subm tted by applicant show use of the mark in connection wth
t hese services.

Appl i cant has appealed the final refusal to register.
Appl i cant and the Tradermark Exam ning Attorney have fully
briefed the case. At applicant’s request, a hearing was heard
before the Board on June 25, 2002.

W affirmthe refusal to register.

The origi nal specinens received with the application were
copi es of sanple swatches of fabric, color cards and
performance test results, as well as two pages of pronotional
materials, including a photocopy of the front cover of a
brochure entitled “The Starsuede Star Guide 1990.” In its
response of February 15, 2001, applicant submitted the
af orenenti oned Starsuede brochure of 1990 in its entirety.
Wil e the Trademark Exam ning Attorney, in her final Ofice

action, provided applicant the opportunity to submt yet

as early as 1977. Applicant's recitation of services was anmended
voluntarily by applicant in its June 12, 2001 response to an earlier
Ofice Action.

Additionally, during the prosecution of this application,
appl i cant cl ai med ownershi p, by assignnent, of Reg. No. 1, 839, 463,
al so for the mark STARSUEDE, for “suede-like synthetic fabric in the
pi ece used for uphol stery and seating material on office and
residential furniture, inserts and covers on wood furniture;
coverings for walls, ceilings and panels; and footwear, bags,
portfolios and other personal accessories,” in International J ass
24.
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further sets of substitute specinens supporting usage in
connection with the identified services, applicant chose to
rely upon those previously submtted. In denying applicant’s
request for reconsideration, the Trademark Exam ning Attorney
continued to charge that none of the specinens of record shows
use of the mark in connection with applicant’s offering the
clainmed distributorship services to potential custoners.

Section 1(a)(1) of the Trademark Act, 15 U. S.C
81051(a) (1), requires that applicant furnish specinmens of the
mark as used. The function of a service mark is “to identify
and di stinguish the services of one person ...fromthe services
of others and to indicate the source of the services ....” A
mark is deened to be in use on services “...when it is used or
di splayed in the sale or advertising of services and the
services are rendered in conmerce....” See Section 45 of the
Trademark Act, 15 U.S.C. 81127.

Because service marks can be used in a great nunber of
ways, the types of specinens that denonstrate the use of
service mark are nunerous. However, there nust be sone direct
associ ati on or nexus between the offer of services and the
mar k sought to be registered. Hence, applicant nust furnish

speci nens or facsimles show ng use of the mark in connection
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with the offering of the recited services. See also Trademark
Rule 2.58, 37 C.F.R 82.58.
As correctly argued by the Trademark Exam ning Attorney:

Whet her a mark has been used for a particular
service is a question of fact to be determ ned
primarily on the basis of the specinmens. 1Inre
Advertising and Marketing Devel opnent Inc., 821
F.2d 614, 2 USPQ2d 2010 (Fed. G r. 1987) (sets out
“direct association test” between the mark sought
to be registered and the services specified in the
application; cases involving advertising services
may present factual considerations including

whet her the services are “sufficiently separate”
fromthe subject of the advertising, and whet her
the mark has been used to identify the advertising
services thenselves); In re Duratech Industries
Inc., 13 USPQ2d 2052 (TTAB 1989) (the nere fact

t hat the bunper stickers are distributed by

organi zati ons which performthe services did not
per suade the Board that nenbers of the general
public who encounter the services would perceive
the design on the bunper stickers as a mark
identifying the services ); In re Mody's Investors
Service Inc., 13 USPQ2d 2043 (TTAB 1989) (“Aaa” as
used on the specinens, found to identify the
applicant's ratings instead of its rating
services); Inre El Torito Restaurant Inc., 9
USP@d 2002 (TTAB 1988) (no evidence of use of
MACHO COMBGCS for restaurant services where

speci mens showed use only to identify food itens);?
Peopl eware Systens, Inc. v. Peopleware, Inc., 226

2 Al t hough the instant applicant argues that El Torito supports
its position, we disagree. The specinens of use in El Torito were
table tents in the restaurant depicting plates of food with the
wor di ng “1 NTRODUCI NG OUR FI VE MACHO COVBOS.” That applicant sought
to register the mark MACHO COMBCS for “nultiple conbinations of
plates of food itens as part of restaurant services.” However, we
held that the termwas being used only in reference to the food
items — not as a service mark for the restaurant services. See also
Inre Brown & Portillo, Inc., 5 USPQRd 1391 (TTAB 1987) {“it does
not logically follow that any arbitrary designation used in a nmenu
to identify a particular food or beverage available in that
restaurant al so necessarily perfornms a service mark function to
identify the restaurant services.”].
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USPQ 320, 323 (TTAB 1985) (it is insufficient that
a termalleged to constitute the mark be used in
advertising, there nust also be a direct
associ ati on between the termand the services with
respect to the advertising;, use of the term
PEOPLEWARE nerely wthin a byline on calling card
speci men did not constitute service mark usage of
term even though speci nens el sewhere evi denced
that applicant provides the recited services ); In
re Hughes Aircraft Co., 222 USPQ 263 (TTAB 1984)
(speci nens and other material offered by the
appl i cant showed mark used only in connection with
a photochem cal process or nethod, with no
associ ati on between the applicant's offer of
services and the mark); see al so Ready

Communi cations v. Environnental Action Foundati on,
477 F. Supp. 936, 203 USPQ 144 (D.D.C. 1979) (the
nmere advertising of one’'s goods does not constitute
service mark; use of the mark in technica

bull etins and data sheets nerely identified and
advertised chem cal s and not services).

(Trademar k Exam ni ng Attorney’s appeal brief, pp. 4-5).
Accordingly, to determ ne whether applicant’s all eged
service mark has been used in connection with the recited
services, we take a closer | ook at the specinens of record.
The manner of use on the speci nens nust be such that potentia
purchasers would readily perceive the subject matter as
i dentifying and di stinguishing the applicant's services and
i ndicating their source, even if that source is unknown.
Section 45 of the Trademark Act, 15 U.S.C. 81127, TMEP
§ 1301. 04.
I n anal yzing factually the acceptability of specinens of
use, we have held that “while the nature of the services does

not need to be specified in the speci nens, there nust be
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somet hi ng which creates in the m nd of the purchaser an
associ ati on between the mark and the service activity.” See

In re Johnson Controls, Inc., 33 USPQ2d 1318 (TTAB 1994),

citing to Intermed Comuni cations Inc. v. Chaney, 191 USPQ 501

(TTAB 1977) and In re Metriplex, lnc. 23 USPQed 1315 (TTAB

1992). It is the absence of any associ ation or nexus between
the mark and the services that supports the position taken by
the Trademark Exam ning Attorney herein.

The phot ocopi ed pages submtted with the original
application nmerely provide information about the STARSUEDE
line of synthetic fabrics and its uses. These include product
speci fications, descriptions of the goods, as well as features
of the quality and nature of the goods. It is abundantly
clear that Lee Fashion Fabrics (applicant) offers for sale a
|l ine of synthetic, suede-like fabrics which it calls
STARSUEDE, and that it markets these fabrics directly to its
custonmers at prices characterized as “factory direct.”
Consistent with the extant federal tradenmark registration
owned by applicant, it appears fromthese pages that STARSUEDE
serves as a source indicator for applicant’s fabrics, but the
speci nen does not show use of the mark for distribution
servi ces.

We turn next to the advertising brochure submtted as a

substitute specinen (“The Starsuede Star Guide 1990"). The

-6 -
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star notif is dom nant throughout the brochure: the cover
havi ng the twel ve signs of the Zodi ac, each individual page
having a different sign of the Zodiac and a correspondi ng
star -shaped swatch of fabric, and frequent exanples of text

pl aying on this notif.

IT' LEE FASHION FABRICS
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Upon cl ose exam nation of the text of this replacenent
speci nen of use, we see wording that identifies the goods as
= “the polyester with real star quality”

= “today's nost seductive sensation in fashion is

available in a stellar array of colors, as you'll
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see fromour color book forecast. W offer plain,

printed and enbossed desi gns”

» “This year, all signs point to STARSUEDE™ of Gol den

Touch pol yester, from Lee”
» “STARSUEDE'™ -- the preferred suede”

= “STARSUEDE'™ [is] from Lee Fashion Fabrics”

Appl i cant contends that “Lee Fashions offers whol esal e
consuners fabric products and services to distribute such
products, the sane mark is used to identify both the fabric
product and the related distribution service.” Certainly,
applicant is correct in arguing that a manufacturer or
mer chant nay use a single source indicator as both a service
mark and a trademark. Furthernore, it is quite |ogical that
applicant’s ultimate objective is to distribute the goods that
It manufactures.

Applicant argues strenuously that its targeted custoners
woul d perceive the term STARSUEDE, as shown in the pages of
this brochure, to be a source indicator for the recited
services. W disagree. Nowhere do the specinmens of use show
STARSUEDE bei ng used as a service mark. There is no | anguage
at all in the specinens that nakes either a direct or an
i ndi rect associ ation between the mark, STARSUEDE, and

applicant’s distributorship services.
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Accordingly, in the absence of a nexus between STARSUEDE
and the recited services, we affirmthe refusal of the
Trademar k Exam ning Attorney as to registration of this mark
for distributorship services.

Decision: The refusal to register is affirnmed on the
ground that the specinens of record are not acceptable

evi dence of actual service mark usage of the mark STARSUEDE



